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Detailed Action 

This office action is in response to the correspondence received on November 13, 2006. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was mader- 

Claims 1-21 and 23-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Wickam et al (US Pub No: US 2002/00781 51 A1) in view of Ogle et al (US Pat No: 

US006430604B1), hereafter referred to as Wickam and Ogle, respectively. 

1 . With regards to claim 1 , Wickam teaches through Ogle, a method for a data 
network system for forwarding a communication message intended for a target 
device associated with a target user to another device, the method comprising 
the steps of: receiving a communication message from an originating device; 
retrieving configuration information and presence information of the target device, 
the configuration information including a forwarding list identifying at least one 
next device; determining whether the target device is available for text 
messaging with the originating device based on the presence information; routing 
the communication message to the target device if the target device is available 
for text messaging with the originating device; and forwarding the communication 
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message to a particular next device, associated with a next user, of the at least 
one next device of the forwarding list if the target device is unavailable for text 
messaging with the originating device, wherein the forwarding list is a contact or 
buddy list for an instant messaging system (Wickam teaches a communication 
design with call forwarding means (paragraph 45, Wickam). The design allows a 
user to set preferences regarding how to transfer calls while they are away from 
the phone. This preference list (call forwarding list) is retrieved by the system 
when a caller is trying to reach the user When a call is made, the call is 
transferable in multiple ways. One method is to forward calls sequentially to 
various devices if the call is not picked up. Another method is to forward calls to 
devices pre-selected by the user with the user knowing that they will be away. If 
the call is not picked up (the device is unavailable), the call is forwarded to a 
voice mailbox. One of the pre-selected which the call can be forwarded to is a 
PDA hence, "text messaging" is enabled by the Wickam design. However, 
Wickam does not expressly teach the forwarding list being a contact or buddy list 
for an instant messaging system. 

In the same field of endeavor, Ogle teaches a technique for enabling 
messaging systems to forward messages. Ogle teaches how an instant 
messaging system is able to use its registry (buddy list) to hold forwarding 
information (column 3, lines 5-20, Ogle). In addition, Ogle teaches how a - 
message can be sent to more than one recipient to their respective (possibly 
different) devices (this is deemed equivalent to the claimed forwarding 
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communication message to a particular next device, associated with a next user) 
(column 11, lines 49-56, Ogle), based on available recipients (column 12, line 57 
- column 13, line 10, Ogle). Both Wickam and Ogle teach designs for forwarding 
messages. It would have been obvious to one skilled in the art, during the time 
of the invention, to have combined the teachings of Wickam with those of Ogle, 
for enabling messages to be sent from instant messaging systems to users who 
are reachable through alternative delivery mechanisms (column 2, lines 46-52, 
Ogle)). 

2. With regards to claim 2, Wickam teaches the method further comprising the step 
of configuring the configuration data of the target device before the step of 
receiving the communication message from the originating device (Wickam's 
design allows a user to set their call forwarding preferences. Such preferences 
inherently must be configured before the step of receiving the communication 
message from the originating device as claimed (paragraph 45, Wickam). 
However, Wickam does not expressly teach the forwarding list being a contact or 
buddy list for an instant messaging system. 

3. With regards to claim 3, Wickam teaches the method further comprising the step 
of retrieving status information of at least one of the -originating device and the 
target device, wherein the step of determining whether the target device is 
available for text messaging includes the step of comparing the status 
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information against the configuration data to determine whether the target device 
is available for text messaging (Wickam's design has the user set their 
preferences and allows users to pre-select the device by which to contact them 
when they are away (paragraph 45, Wickam). The design allows users to set up 
either "find me" or "follow me" options hence, user status information is available 
and is accessible by the system. Plus, one of the pre-selected, which the call 
can be forwarded to, is a PDA hence; "text messaging" is enabled by the Wickam 
design. However, Wickam does not expressly teach the forwarding list being a 
contact or buddy list for an instant messaging system. 

4. With regards to claim 4, Wickam teaches the method wherein the status 
information includes a location of the target device (Wickam's design has the 
user set their preferences and allows users to pre-select the devices by which to 
contact them when they are away (paragraph 45, Wickam). Inherently the 
location of the devices must also be known by the system since the call is 
forwarded to those devices. The design allows users to set up either "find me" or 
"follow me" options hence, user status information is available and is accessible 
by the system. Furthermore, Figure 6 illustrates how calls are forwarded to not 
only addresses (IP Address column 303) but also locations (Call Forward column 
315). The call forward column of Figure 6 shows how calls can be forwarded to 
work telephone or home telephone or other device. This is equivalent to the 
location means taught within page 16 of the specifications of the applicant's 
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application. However, Wickam does not expressly teach the forwarding list being 
a contact or buddy list for an instant messaging system. 



5. With regards to claim 5, Wickam teaches the method further comprising the step 
of determining whether the originating device is present on, the forwarding list 
(Wickam's design features a list pre-selected by the user of devices to which 
calls are to be forwarded to. The system has access the information about those 
devices and hence means are present by which to check the number of the 
originating device on the forwarding list as claimed. However, Wickam does not 
expressly teach the forwarding list being a contact or buddy list for an instant 
messaging system. 

6. With regards to claim 6, Wickam teaches the method further comprising the step 
of identifying the particular next device as having a highest priority among the at 
least one next device of the forwarding list (Wickam teaches a communication 
design with call forwarding means (paragraph 45, Wickam). The design allows a 
user to set preferences regarding how to transfer calls while they are away from 
the phone. When a call is made, the call is transferable in multiple ways. One 
method is to forward calls sequentially to various devices if the call is not picked 
up. Another method is to forward calls to devices pre-selected by the user with 
the user knowing that they will be away. If the call is not picked up (the device is 
unavailable), the call is forwarded to a voice mailbox. Since a call list is available 
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and means are present to sequentially go through the list, the claimed priority 
means are present within Wickam's design. However, Wickam does not 
expressly teach the forwarding list being a contact or buddy list for an instant 
messaging system. 

7. With regards to claim 7, Wickam teaches the method further comprising the 
steps of: determining that the particular next device is not available to receive the 
communication message; and selecting another next device of the at least one 
next device (Wickam teaches a communication design with call forwarding 
means (paragraph 45, Wickam). The design allows a user to set preferences 
regarding how to transfer calls while they are away from the phone. When a call 
is made, the call is transferable in multiple ways. One method is to forward calls 
sequentially to various devices if the call is not picked up. Another method is to 
forward calls to devices pre-selected by the user with the user knowing that they 
will be away. If the call is not picked up (the device is unavailable), the call is 
forwarded to a voice mailbox. However, Wickam does not expressly teach the 
forwarding list being a contact or buddy list for an instant messaging system. 

8. With regards to claim 8, Wickam teaches the method further comprising the step 
of forwarding the communication message to the another next device, instead of 
the particular next device, if the another next device is available for text 
communication with the originating device (Wickam teaches a communication 
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design with call forwarding means (paragraph 45, Wickam). The design allows a 
user to set preferences regarding how to transfer calls while they are away from 
the phone. When a call is made, the call is transferable in multiple ways. One 
method such method is to forward the call to the device most recently used by 
the user, hence allowing for another next device to be selected to receive the call 
for the user. Plus, one of the pre-selected, which the call can be forwarded to, is 
a PDA hence; "text messaging" is enabled by the Wickam design. However, 
Wickam does not expressly teach the forwarding list being a contact or buddy list 
for an instant messaging system. 

9. With regards to claim 9, Wickam teaches the method wherein the forwarding list 
identifies next devices in order of priority as pre-configured for the target device 
(Wickam teaches a communication design with call forwarding means (paragraph 
45, Wickam). The design allows a user to set preferences regarding how to 
transfer calls while they are away from the phone. When a call is made, the call 
is transferable in multiple ways. One method is to forward calls sequentially to 
various devices if the call is not picked up. Since the devices are tried 
sequentially, means for priority exist. Another method is to forward calls to 
devices pre-selected by the user with the user knowing that they will be away. If 
the call is not picked up (the device is unavailable), the call is forwarded to a 
voice mailbox. Since a call list is available and means are present to sequentially 
go through the list, the claimed priority means are present within Wickam's 
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design. However, Wickam does not expressly teach the forwarding list being a 
contact or buddy list for an instant messaging system. 

10. With regards to claim 10, Wickam teaches the method wherein the forwarding list 
identifies next devices in order of priority based on a proximity of the next devices 
relative to one of either the originating device or the target device (Wickam 
teaches a communication design with call forwarding means (paragraph 45, 
Wickam). The design allows a user to set preferences regarding how to transfer 
calls while they are away from the phone. When a call is made, the call is 
transferable in multiple ways. One such method is to forward the call to the 
device most recently used by the user, hence allowing proximity based device 
selection. However, Wickam does not expressly teach the forwarding list being a 
contact or buddy list for an instant messaging system. 

1 1 .With regards to claim 1 1 , Wickam teaches through Adams, the method further 
comprising the step of prohibiting, by the originating device, forwarding of 
messages, received from the originating device, to other devices 

(Wickam's design allows for a user to select preferences to a call- 
forwarding list (paragraph 45, Wickam). However, Wickam's disclosure does not 
teach the feature of prohibiting the forwarding of messages. 
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12. With regards to claim 12, Wickam teaches the method further comprising the 
step of receiving authorization from the originating device before forwarding the 
communication message to the particular next device (Wickam's design allows 
the caller to go through an IVR, providing the caller the option to forward the 
call/message to the user or not to (paragraph 46, Wickam). However, Wickam 
does not expressly teach the forwarding list being a contact or buddy list for an 
instant messaging system. 

13. With regards to claim 13, Wickam teaches through Adams, the method further 
comprising the step of identifying a mark, by the originating device, in the 
communication message indicating that the communication message may not be 
forwarded to other devices (Wickam's design allows for a user to select 
preferences to a call forwarding list (paragraph 45, Wickam). However, Wickam 
does not expressly teach the forwarding list being a contact or buddy list for an 
instant messaging system. 

14. With regards to claim 14, Wickam teaches the method further comprising the 
step of receiving authorization from the particular next device before the target 
device adds the particular next device to the forwarding list (Wickam's design 
allows for the forward list to be edited. The design allows for a setup so that calls 
are forwarded to devices with the user's name (paragraph 45, Wickam). This is 
one such authorization means by which to limit adding devices. However, 
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Wickam does not expressly teach the forwarding list being a contact or buddy list 
for an instant messaging system. 



15. With regards to claim 15, Wickam teaches the method further comprising the 
step of modifying the communication message before forwarding the 
communication message to the particular next device (Wickam's design allows 
for messages to be converted before being forwarded (paragraph 33, Wickam). 
However, Wickam does not expressly teach the forwarding list being a contact or 
buddy list for an instant messaging system. 

16. With regards to claim 16, Wickam teaches through Adams, the method wherein 
the communication message is modified to prevent the communication message 
from divulging an identity of the originating device to the particular next device 

(Wickam's design allows for a user to select preferences to a call- 
forwarding list (paragraph 45, Wickam). However, Wickam's disclosure does not 
teach the feature of modifying and hiding the sender's identity. 

In the same field of endeavor, Ogle teaches a technique for enabling 
messaging systems to forward messages. Ogle teaches how an instant 
messaging system is able to use its registry (buddy list) to hold forwarding 
information (column 3, lines 5-20, Ogle). Ogle also teaches how the message to 
be forwarded can pass through the transformation engine (column 9, lines 42-59, 
Ogle). No identity information of the originating device is sent in Ogle's design. 
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Both Wickam and Ogle teach designs for forwarding messages. It would have 
been obvious to one skilled in the art, during the time of the invention, to have 
combined the teachings of Wickam with those of Ogle, for enabling messages to 
be sent from instant messaging systems to users who are reachable through 
alternative delivery mechanisms (column 2, lines 46-52, Ogle)). 

17. With regards to claim 17, Wickam teaches through Ogle, a data network system 
for forwarding a select message communicated by a mobile station to at least 
one other mobile station, the data network system comprising: a messaging 
server for communicating with a plurality of devices, the messaging server being 
capable of routing a communication message from an originating device to a 
target device associated with a target user; and a messaging proxy coupled to 
the messaging server, the messaging proxy having access to a database that 
includes a forwarding list of the target device that identifies at least one next 
device, the messaging proxy being effective to determine whether the target 
device is available for text messaging with the originating device based on 
presence information of the target device, route the communication message to 
the target device if the target device is available for text messaging with the 
originating device, and forward the communication message to a particular next 
device of the at least one next device of the forwarding list if the target device is 
unavailable for text messaging with the originating device, the forwarding list is a 
contact or buddy list for an instant messaging system, wherein the messaging 
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proxy selects a next user from the forwarding list until an available user is found 
(Wickam teaches a communication design with call forwarding means (paragraph 
45, Wickam). The design allows a user to set preferences regarding how to 
transfer calls while they are away from the phone. This preference list (call 
forwarding list) is retrieved by the system when a caller is trying to reach the 
user. When a call is made, the call is transferable in multiple ways. One method 
is to forward calls sequentially to various devices if the call is not picked up. 
Another method is to forward calls to devices pre-selected by the user with the 
user knowing that they will be away. If the call is not picked up (the device is 
unavailable), the call is forwarded to a voice mailbox. One of the pre-selected 
which the call can be forwarded to is a PDA hence; "text messaging" is enabled 
by the Wickam design. However, Wickam does not expressly teach the 
forwarding list being a contact or buddy list for an instant messaging system. 

In the same field of endeavor, Ogle teaches a technique for enabling 
messaging systems to forward messages. Ogle teaches how an instant 
messaging system is able to use its registry (buddy list) to hold forwarding 
information (column 3, lines 5-20, Ogle). In addition, Ogle teaches how a 
message can be sent to more than one recipient to their respective (possibly 
different) devices (this is deemed equivalent to the claimed forwarding 
communication message to a particular next device, associated with a next user) 
(column 11, lines 49-56, Ogle), based on available recipients (column 12, line 57 
- column 1 3, line 1 0, Ogle). Both Wickam and Ogle teach designs for forwarding 
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messages. It would have been obvious to one skilled in the art, during the time 
of the invention, to have combined the teachings of Wickam with those of Ogle, 
for enabling messages to be sent from instant messaging systems to users who 
are reachable through alternative delivery mechanisms (column 2, lines 46-52, 
Ogle)). 

1 8. With regards to claim 1 8, Wickam teaches the data network system wherein the 
messaging proxy is incorporated within the messaging server (The system of 
Wickam's design allows the system to be comprised within a single entity or 
multiple entities (Figures 4 and 5, Wickam). Furthermore, Wickam states that 
reasonable variations are acceptable in the design while still having the spirit of 
the design intact. Having devices incorporated together or separated apart is 
such a reasonable variation since it has no impact on the functionality of the 
design. However, Wickam does not expressly teach the forwarding list being a 
contact or buddy list for an instant messaging system. 

19. With regards to claim 19, Wickam teaches the method wherein the database is 
stored in the messaging server (Wickam's design allows the database to be 
stored within the system (Figure 4, Wickam). Furthermore, Wickam states that 
reasonable variations are acceptable in the design while still having the spirit of 
the design intact. Having devices incorporated together or separated apart is 
such a reasonable variation since it has no impact on the functionality of the 
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design. However, Wickam does not expressly teach the forwarding list being a 
contact or buddy list for an instant messaging system. 

20. With regards to claim 20, Wickam teaches the method wherein the database is 
stored in the messaging proxy (The system of Wickam's design allows the 

' system to be comprised within a single entity or multiple entities (Figures 4 and 5, 
Wickam). Furthermore, Wickam states that reasonable variations are acceptable 
in the design while still having the spirit of the design intact. Having devices 
incorporated together or separated apart is such a reasonable variation since it 
has no impact on the functionality of the design. However, Wickam does not 
expressly teach the forwarding list being a contact or buddy list for an instant 
messaging system. 

21. With regards to claim 21 , Wickam teaches the data network system wherein the 
messaging proxy determines that the originating device allows forwarding of 
messages (Wickam's design allows the caller to go through an IVR, providing the 
caller the option to forward the call/message to the user or not to (paragraph 46, 
Wickam). However, Wickam does not expressly teach the forwarding list being a 
contact or buddy list for an instant messaging system. 

22. With regards to claim 23, Wickam teaches the data network system wherein the 
forwarding list identifies next devices in order of priority as pre-configured for the 
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target device (Wickam teaches a communication design with call forwarding 
means (paragraph 45, Wickam). The design allows a user to set preferences 
regarding how to transfer calls while they are away from the phone. When a call 
is made, the call is transferable in multiple ways. One method is to forward calls 
sequentially to various devices if the call is not picked up. Another method is to 
forward calls to devices pre-selected by the user with the user knowing that they 
will be away. If the call is not picked up (the device is unavailable), the call is 
forwarded to a voice mailbox. Since a call list is available and means are present 
to sequentially go through the list, the claimed priority means are present within 
Wickam's design. However, Wickam does not expressly teach the forwarding list 
being a contact or buddy list for an instant messaging system. 

23. With regards to claim 24, Wickam teaches the data network system wherein the • 
forwarding list identifies next devices in order of priority based on a proximity of 
the next devices relative to one of either the originating device or the target 
device (Wickam teaches a communication design with call forwarding means 
(paragraph 45, Wickam). The design allows a user to set preferences regarding 
how to transfer calls while they are away from the phone. When a call is made, 
the call is transferable in multiple ways. One method is to forward calls 
sequentially to various devices if the call is not picked up. Another method is to 
forward calls to devices pre-selected by the user with the user knowing that they 
will be away. If the call is not picked up (the device is unavailable), the call is 
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forwarded to a voice mailbox. Since a call list is available and means are present 
to sequentially go through the list, the claimed priority means are present within 
Wickam's design. In addition, another forwarding method is to forward the call to 
the device most recently used by the user, hence allowing proximity based 
device selection. However, Wickam does not expressly teach the forwarding list 
being a contact or buddy list for an instant messaging system. 

24. The motivation applied to claim 1 are also applicable to claims 2-15, 18-21 and 
23-24. 

Response to Remarks 

The amendment received on November 13, 2006 has been carefully examined 
but is not deemed fully persuasive. The independent claims have been amended to 
now feature the trait of forwarding a message to a next device, associated with a next 
user, when the intended device is unavailable. The applicant contends that the prior 
arts do no teach this feature. The examiner disagrees. Ogle teaches how a message 
can be sent to more than one recipient to their respective (possibly different) devices 
(this is deemed equivalent to the claimed forwarding communication message to a 
particular next device, associated with a next user) (column 11, lines 49-56, Ogle), 
based on available recipients (column 12, line 57 - column 13, line 10, Ogle). 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Azizul Choudhury whose telephone number is (571) 
272-3909. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Cardone can be reached on (571) 272-3933. The fax phone number 
for the organization where this application or proceeding is.assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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